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Art Unit: 3656 

1. A request for continued examination (RCE) under 37 CFR 1.114 was filed in this 
application after a decision by the Board of Patent Appeals and Interferences, but before the 
filing of a Notice of Appeal to the Court of Appeals for the Federal Circuit or the 
commencement of a civil action. Since this application is eligible for continued examination 
under 37 CFR 1.1 14 and the fee set forth in 37 CFR 1.17(e) has been timely paid, the appeal has 
been withdrawn pursuant to 37 CFR 1.1 14 and prosecution in this application has been reopened 
pursuant to 37 CFR 1.114. Applicant's submission filed on September 24, 2009 has been 
entered. 

2. The restriction requirement and the election of the species of FIGS. 1, 3, and 4 in the 
parent application are carried over to the instant RCE. See MPEP § 819. 

3. Claims 20-23, 25/20, 26, and 28 are withdrawn from further consideration pursuant to 
37 CFR 1.142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on January 30, 2006. 

4. The terminal disclaimer filed on September 24, 2009 is proper and has been entered. 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 14-19, 24, 25/14, and 27 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are indefinite since the phrase "rigid, semi-rigid or flexible or non- 
deformable" in claim 14 is inconsistent with the other claim limitations. It is unclear whether the 
phrase "rigid, semi-rigid or flexible or non-deformable" in claim 14 should be read as "rigid, 
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semi-rigid or flexible or deformable" or not. See footnote 1 on page 2 of the Board decision on 
September 2, 2009. 

7. Claims 14-17, 19/17, 24, and 27, as best understood, are rejected under 35 U.S.C. 102(b) 
as being anticipated by Anson (US 2,134,020). 
Claim 14 

Anson teaches a fatigue relieving/preventing apparatus associated with a steering wheel 
10 for controlling a vehicle, comprising: 

a first section 13 that connects to a peripheral portion of the steering wheel 10; and 
a rigid, semi-rigid or flexible, or non-deformable second section 1 1 that connects 
to, and extends from the first section 13 at the peripheral portion of the steering wheel 10, the 
second section 1 1 extends from the first section 13 outward at an angle (see, e.g., angle a in Fig. 
8 of Appendix 1 hereinafter "App. 1") to a plane (App. 1) across a front face of the steering 
wheel 10, the second section 1 1 for providing resting support for at least a portion (e.g., a hand) 
of a vehicular operator's body when pressure from the portion of the vehicular operator's body on 
the second section 11 is less than the pressure for deforming the second section 11 out of 
interference with the vehicular operator's ability to operate the steering wheel 10, and deforming 
out of interference with the vehicular operator's ability to operate the steering wheel 10 when 
pressure from the portion of the vehicular operator's body on the second section 1 1 is equal to or 
greater than the pressure for deforming the second section 1 1 out of interference with the 
vehicular operator's ability to operate the steering wheel 10. 

Claim 15 
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The steering wheel 10 includes a steering wheel 10 for controlling at least a nautical 
vessel, aircraft, or ground transportation vehicle. 
Claim 16 

The portion of the body supported by the second section includes at least a forearm, 
wrist, or hand. 

Claim 17 

The first section 13 extends a length of a predetermined peripheral portion of the steering 
wheel 10. 

Claim 19/17 

The first section 13 is deformable. See Fredman v. Harris-Hub Co., Inc., 163 USPQ 397 
(DC 1969)("Flexibility" and "rigidity" are relative terms, particularly since virtually anything 
will flex if enough pressure is applied to it.). 

Claim 24 

Each first section 13 is formed integral with the steering wheel 10. The term "integral" is 
sufficiently broad to embrace construction united by such means as fastening and welding. See 
In re Hotte, 177 USPQ 326, 328 (CCPA 1973) and In re Morris, 43 USPQ2d 1753, 1757 (CAFC 
1997). 

Claim 27 

The first section 13 is flexible, rigid, or semi-rigid, or non-deformable. See "flexible" in 
Fredman v. Harris-Hub Co., Inc., supra. 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

9. Claims 14, 18, 19/18, and 25/14, as best understood, are rejected under 35 U.S.C. 102(e) 
as being anticipated by Gemma (US 2002/0162416 Al cited in European Search Report). 
Claim 14 

Gemma teaches a fatigue relieving/preventing apparatus associated with a steering wheel 
12 for controlling a vehicle, comprising: 

a first section (Appendix 2 hereinafter "App. 2") that connects to a peripheral portion of 
the steering wheel 10 (Gemma, H H 24-26); and 

a rigid, semi-rigid or flexible, or non-deformable second section 16, 26 that connects to, 
and extends from the first section (App. 2) at the peripheral portion of the steering wheel 12, the 
second section 16, 26 extends from the first section (App. 2) outward at an angle (see, e.g., angle 
a in App. 2) to a plane (App. 2) across a front face of the steering wheel 12, the second section 
16, 26 for providing resting support for at least a portion (e.g., a hand) of a vehicular operator's 
body when pressure from the portion of the vehicular operator's body on the second section 16, 
26 is less than the pressure for deforming the second section 16, 26 out of interference with the 
vehicular operator's ability to operate the steering wheel 12, and deforming out of interference 
with the vehicular operator's ability to operate the steering wheel 12 when pressure from the 
portion of the vehicular operator's body on the second section 12 is equal to or greater than the 
pressure for deforming the second section 12 out of interference with the vehicular operator's 
ability to operate the steering wheel 12. Gemma. 8 and 24-26. 
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Claim 1 8 

The second section 16, 26 includes at least two second sections 16, 26 that each 
connected to the first section (App. 2) at separate locations as seen in FIG. 1 . 
Claim 19/18 

The first section (App. 2) is deformable since it is made of a soft flexible material, such 
as, rubber. Gemma , f 24. 
Claim 25/14 

Each first section is detachable from the steering wheel. Gemma . ^ 25. 
10. Claim 14, as best understood, is further rejected under 35 U.S.C. 102(b) as being 
anticipated by Park (US 5,207,713). 

Park teaches a fatigue relieving/preventing apparatus 10 associated with a steering wheel 
1 for controlling a vehicle, comprising: 

a first section 60 that connects to a peripheral portion of the steering wheel 1 ; and 
a rigid, semi-rigid or flexible, or non-deformable second section 20 that connects 
to, and extends from the first section 60 at the peripheral portion of the steering wheel 1, the 
second section 20 extends from the first section 60 outward at an angle (see, e.g., angle a in Fig. 
2A of Appendix 3 hereinafter "App. 3") to a plane (App. 3) across a front face of the steering 
wheel 1, the second section 20 for providing resting support for at least a portion (e.g., a hand) of 
a vehicular operator's body when pressure from the portion of the vehicular operator's body on 
the second section 30 is less than the pressure for deforming the second section 20 out of 
interference with the vehicular operator's ability to operate the steering wheel 1 , and deforming 
out of interference with the vehicular operator's ability to operate the steering wheel 1 when 
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pressure from the portion of the vehicular operator's body on the second section 20 is equal to or 
greater than the pressure for deforming the second section 20 out of interference with the 
vehicular operator's ability to operate the steering wheel 1 (FIG. 7). Park, claims 1-15. 
1 1 . Applicant's arguments filed September 24, 2009 have been fully considered but they are 
not persuasive. 

First, the obviousness-type double patenting rejection is withdrawn in view of 
Applicant's filing of the terminal disclaimer. 

Second, Applicant contended that the bulbular-formed grip portion 1 1 of Anson does not 
provide "resting support" for the driver's body; that is provided by the driver's lap. Amend, p. 7. 

At the outset, Applicant's claims are drawn to an apparatus, not a process of using. It is 

well settled that the claims drawn to an apparatus must distinguish from prior art in terms of 

structure rather than function. In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997); In re Danly, 

120 USPQ 528 (CCPA 1959); Ex parte Masham, 2 USPQ2d 1647 (BPAI 1987); and MPEP § 

2114. The Court in Schreiber has laid Applicant's arguments to rest by pointing out that: 

"[ajlthough Schreiber is correct that Harz does not address the use of the disclosed structure to 

dispense popcorn, the absence of a disclosure relating to function does not defeat the Board's 

finding of anticipation." The Court in Schreiber emphasized: 

A patent applicant is free to recite features of an apparatus either 
structurally or functionally. See In re Swinehart, 439 F.2d 210, 212, 169 
USPQ 226, 228 (CCPA 1971) ("fTJhere is nothing intrinsically wrong 
with [defining something by what it does rather than what it is] in 
drafting patent claims. "). Yet, choosing to define an element functionally, 
i.e., by what it does, carries with it a risk. As our predecessor court 
stated in Swinehart, 439 F.2d at 213, 169 USPQ at 228: 

where the Patent Office has reason to believe that a 
functional limitation asserted to be critical for 
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establishing novelty in the claimed subject matter may, in 
fact, be an inherent characteristic of the prior art, it 
possesses the authority to require the applicant to prove 
that the subject matter shown to be in the prior art does 
not possess the characteristic relied on. 

See also In re Hallman, 655 F.2d 212, 215, 210 USPQ 609, 61 1 (CCPA 
1981); In re Ludtke, 441 F.2d 660, 663-64, 169 USPQ 563, 565-67 
(CCPA 1971). 

Moreover, it is well settled that words of the claim are generally given their ordinary and 
customary meaning, unless it appears from the written description that they were used differently 
by the applicant. See Teleflex Inc. v. Ficosa North America Corp., 299 F.3d 1313, 1325, 63 
USPQ2d 1374, 1381 (Fed. Cir. 2002); Rexnord Corp. v. Laitram Corp., 274 F.3d 1336, 1342, 60 
USPQ2d 1851, 1854 (Fed. Cir. 2001); Merck & Co. v. Teva Pharmaceuticals USA Inc., 73 
USPQ2d 1641 (Fed. Cir. 2005); and Phillips v. AWE Corp., 415 F.3d 1303, 1320 (Fed. Cir. 
2005) en banc and MPEP §2111. 

In the instant case, the functional limitation asserted by Applicant is an inherent 
characteristics of the prior art Anso. In fact, as described in Anso's specification, the bulbular- 
formed grip portion 1 1 is comfortably gripped by the hand of the driver (Anso, p. 1, left col., 11. 
26-43). When the driver's hand grips the portion 1 1, the driver's hand must place or lay his/her 
hand on the portion 11. The common dictionary, such as, Merriam-fFeZwter 's Collegiate 
Dictionary defines "rest" as "[t]o place on or against a support." Therefore, when the driver 
places his/her hand on the portion 11, the driver "rests" his/her hand on the portion 1 1 as 
evidenced by the ordinary and customary meaning of the term "rest" in dictionary. Simply put, 
Anson's second section inherently provides resting support for at least the hand, i.e., the portion 
of the vehicle operator's body as claimed. 
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For the reasons set forth above, Applicant's request to withdraw the anticipation rejection 
of claims 14-19, 24/14, and 27/14 based on Anson is respectfully declined as a matter of law. 
12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinh T. Luong whose telephone number is 571-272-7109. The 
examiner can normally be reached on Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on 571-272-6917. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Vinh T Luong/ 

Primary Examiner, Art Unit 3656 
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